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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

" E » en o, l S , !i 0 I^ e may be available under the Provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely 

- \i NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U S C § 133) 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). y 



Status 



!)□ Responsive to communicatlon(s) filed on 



2a)D This action is FINAL. 2b)[x] This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 1-79 is/are pending in the application. 

4a) Of the above claim(s) 8-14 and 51-79 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ES Claim(s) 1,2,4,5.15.18.33 and 34 is/are rejected. 

7) E3 Claim(s) 3. 6. 7. 16. 17. 19-32 and 35-50 is/are objected to 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

1 2) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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1 . Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCT Rule 13.1. 
Group I, claims 1-7 and 15-50, drawn to a method for producing an improved cold band. 
Group II, claims 8-14 and 51-79, drawn to a cold band. 
In accordance with 37 CFR 1.499, applicant is required, in reply to this action, to 
elect a single invention to which the claims must be restricted. 

2. The inventions listed as Groups I and II do not relate to a single general inventive 
concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons' The two groups do 
not commonly share all of the technical features of the method of Group I For example 
the Group I method permits coating of the band either before or after annealing 
whereas the Group II product requires annealing of a previously coated band. ' 

3. During a telephone conversation with John Konoff, attorney of record on July 1 5, 
2004 a provisional election was made with oral traverse to prosecute the invention of 
Group I, claims 1-7 and 15-50. Affirmation of this election must be made by applicant in 
replying to this Office action. Claims 8-14 and 51-79 are withdrawn from further 
consideration by the examiner, 37 CFR 1.142(b), as being drawn to a non-elected 
invention. 



4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1 and 15 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Yoshinaga et al. (U.S. Patent 5,690,755). 

Yoshinaga discloses a process which includes rolling a steel sheet containing less than 
0.5% carbon by an amount between 30-95%, annealing in a continuous annealing furnace at a 
temperature above 91 1°C (note particularly a number of the temperatures used in Tables 1 and 
6 of Yoshinaga), and galvanically coating the sheet. Thus, all aspects of the claimed invention 
are held to be fully disclosed by Yoshinaga et al. 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claim 2 is rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over Yoshinaga et al. 

The Yoshinaga process, described supra, includes a step or step(s) of "in-line annealing 
hot-dip galvanizing" as recited in claims 16 and 18 of Yoshinaga. It is unclear whether or not 
this particularly discloses annealing of an already coated material. The examiner's position is 
that either: 

a) The Yoshinaga disclosure includes such an embodiment, in which case the prior art 
process would be identical to that presently claimed (in the sense of 35 USC 102), or 
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b) That Yoshinaga provides one of skill in the art with sufficient information that one 
would easily be able to carry out the prior art process in such a manner that includes coating 
followed by annealing. Thus, at a minimum, Yoshinaga et al. is held to create a prima facie 
case of obviousness of the presently claimed invention. 

8. Claims 4, 5, 33 and 34 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Yoshinaga et al., as above, in view of Sakuma et al. (U.S. Patent 
6,129,992). 

The Yoshinaga patent does not appear to disclose any step of coating the steel strips 
with organic materials, as required by the instant claims. Sakuma, particularly column 9, lines 
53-57 therein, indicate that it was known in the art, at the time of the invention, to coat an 
organic film upon a zinc or alloy plated steel sheet. It would have been an obvious expedient for 
one of ordinary skill in the art to include such a step when processing steel sheets by the 
method as disclosed by Yoshinaga et al., e.g. to Improve the corrosion resstance thereof. 

9. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yoshinaga et al., alone or in view of Sasaki et al (U.S. Patent 5,425,798). 

Yoshinaga does not specifically mention a coating that contains iron, as required by the 
instant claim. The examiner's position is that iron constitutes a known impurity even in highly 
pure zinc materials, as evidenced by Sasaki (particularly Sasaki column 3, lines 9-35). Based 
on this disclosure of Sasaki, one of ordinary skill in the art would have believed that the process 
of Yoshinaga et al. would result in a coating that contains iron. 
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1 0. Claims 3, 6, 7, 1 6, 1 7, 1 9-32, and 35-50 are objected to as being dependent 
upon a rejected base claim, but would be allowable if rewritten in independent form 
including all of the limitations of the base claim and any intervening claims. The prior art 
does not disclose or suggest a process which includes the two step coating of claims 3, 
24-32, and 35-38, the conductive particles embedded in the coating of claims 6 and 39- 
44, a coating covered with a coating containing conductive particles of claims 7 and 45- 
50, or a galvanic coating containing the particular elements of claims 16, 17, and 19-23, 
in combination with the steps as recited in the independent claim. 

11. The remainder of the art cited on the attached PTO-892 and 1449 forms is of interest. 
This art is held to be no more relevant to the claimed invention than the art as applied in the 
rejections, supra. 





GEORGE WYSZQMIERSKI 
PRIMARY EXAMINER 



GPW 

November 22, 2004 



